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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-2 4-13, are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two prong test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 

technological arts. Mere ideas in the abstract (i.e.. abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) are found to be non-statutory subject matter. 
For a process claim to pass muster, the recited process must somehow apply, involve, 
use, or advance the technological arts. In the present case, claims 1-2, 4-13, do not 
recite any structure or functionality to suggest that a computer performs the recited 
claims. Thus, claims 1-2, 4-13, are rejected as being directed to non-statutory subject 
matter. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-26. are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Towers U.S Patent 4, 334. 270. 

As per claims 1 . 7-8, Towers discloses a method for creating a stock certificate 

holdings record, comprising: receiving data related to a stock certificate ("i. e, "security") 
(see column 233 lines 43-60) and displaying a portion ("i. e, security number" see 
column 233 lines 51-55) of said stock certificate holdings record to the holder (see 
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column 234 lines 13-32) and parsing (i. e, sorted") said data to identify its constituent 
elements("i. e, security numbeO (Note abstract and see column 233 lines 51-63 and 
see column 6 lines 33-57) and creating a stock certificate holdings record for a holder 
identified in said data. (see column 5 lines 54-68) and said stock certificate holdings 
record based upon said constituent elements, (see column 233 lines 51-55) 
Towers fail to explicitly teach over a computer network. 
However Towers discloses means for storing and displaying information about 
investment securities and segregating said data files into a first group of files containing 
those securities in which daily pricing information is available in electronically encoded 
form. (Note abstract see column 234 lines 14-17 and column 233 lines 27-29). 
Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made that the teachings of Towers would have been able to perform 
transactions over a computer network in order to display security records. 

As per claim 2, Towers fail to explicitly teach, wherein said receiving step 
comprises receiving a data file from the issuer. 

However receiving a data file from the issuer or a third party would not have 
affected the main function of the system, because the importance factor would have 
been to receive accurate data, because parsing or sorting the data, would have been 
the next step after the data is received. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the teachings of Towers to include receiving a data 
file from the issuer because receiving a data file from the issuer or a third party would 
not have affected the main function of the system, because the importance factor would 
have been to receive accurate data, because parsing or sorting of the data, would have 
been the next step after the data is received. 

As per claim 3, Towers fail to explicitly teach wherein said receiving step 
comprises said issuer uploading said data directly to a computer system configured to 
maintain stock certificate holdings records. 

However Towers discloses segregating said data files into a first group of files 
containing those securities in which daily pricing infonnation is available in electronically 
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encoded form and the computer maintains securities infomiation in the system wide 
files which are updated both electronically and manually .(Note abstract see column 234 
lines 14-17 and column 233 lines 27-29). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made that the teachings of Towers when applied would have been 
able to upload said data directly to a computer system configured to maintain stock 
certificate holdings records in order for display or distribution. 

As per claim 4, Towers fail to explicitly teach wherein said parsing step includes a 
computer program comparing said data to an existing stock certificate holdings record 
to identify an error in said data. 

However comparing data to an stock holdings record to identify an error in said 
data is old an well known in the art because records can be compared for different types 
of errors for example, for example, duplicate records, or unmatched records. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the teachings of Towers to include parsing step 
includes a computer program comparing said data to an existing stock certificate 
holdings record to identify an error in said data because records can be compared for 
different types of errors for example, for example, duplicate records, or unmatched 
records 

As per claim 5, Towers fail to explicitly teach wherein said error includes the 
existing stock certificate holdings record having a stock certificate number included in 
said data,(see column 233 lines 43-50). 

As per claim 6, Towers fail to explicitly teach , wherein said error includes the 
existing stock certificate holdings record having a first identifier of an issuer of a stock 
certificate and said data having a second identifier of the issuer. 

However it is common during the parsing or comparing of data for errors to occur 
for example, such as duplicate records, or unmatched records among others. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the teachings of Towers to include wherein said error 
includes the existing stock certificate holdings record having a first identifier of an issuer 



Application/Control Number: 09/813.673 Page 5 

Art Unit: 3628 

of a stock certificate and said data having a second identifier of the issuer because it is 
common during the parsing or comparing of data for errors to occur for example, such 
as duplicate records, or unmatched records among others. 

As per claim 9. Towers discloses wherein said data describes a plurality of 
holders.(i. e. "users" see column 232 lines 55-60). 

Towers fail to explicitly such that said creating step and said displaying step are 
repeated for each of said plurality of holders. 

However it would have been obvious that creating step and said displaying step are 
would have been repeated for each of said plurality of holders because each holder 
would have represented a new account. 

Therefore it would have been obvious to one of ordinary skill in the art that the 
teachings of Towers when applied would have been able to repeat creating and 
displaying step because it would have been obvious that creating step and said 
displaying step would have been repeated for each of said plurality of holders because 
each holder would have represented a new account. 

As per claim 10, Towers fail to teach wherein said computer network is the 
Internet. 

However there are private and public networks and the type of network used would 
not have prevented the system from performing its main functions of creating and 
displaying securities records because a private network can have access to the same 
data as the internet. 

Therefore it would have been obvious to one of ordinary skill in the art that the 
teachings of Tower modified to include a computer network is the Internet would not 
have been more efficient than a private network because the type of network used 
would not have prevented the system from performing its main functions of creating and 
displaying securities records because a private network can have access to the same 
data as the internet. 

As per claims 11 -13, Towers fail to explicitly wherein said data is also related to a 
merger of two or more corporations, and wherein said data is also related to an 
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acquisition of a first cx)rporation by a second corporation or wherein said data is also 
related to an initial public offering by a corporation. 

However the relationship of the data does not prevent the system from performing 
its main functions of creating securities records for its users and displaying those 
records. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the teachings of Tower to include wherein said data is 
also related to a merger of two or more corporations, and wherein said data is also 
related to an acquisition of a first corporation by a second corporation or wherein said 
data is also related to an initial public offering by a corporation because the relationship 
of the data does not prevent the system from performing its main functions of creating 
securities records for its users and displaying those records. 

As per claims 14, 20-22, Towers discloses a computer program product for use 
in conjunction with a computer system, the computer program product comprising a 
computer readable storage medium and a computer program mechanism embedded 
therein, the computer program mechanism comprising (see column 233 lines 43-60) 
and instnjctions for receiving data related to a stock certificate ("i. e, security") (see 
column 233 lines 43-60) and instructions for parsing ("i. e, sorted") said data to identify 
its constituent elements ("i. e, security number " note abstract and see column 233 lines 
51-63 and see column6 lines 33-57) instructions for creating a stock certificate holdings 
record for a holder identified in said data (see column 5 lines 54-68) said stock 
certificate holdings record based upon said constituent elements (see column 233 lines 
51-55) and instnjctions for displaying a portion of said stock certificate holdings record 
to the holder(see column 233 lines 51-55) 
Towers fail to explicitly teach over a computer network. 

However Towers discloses means for storing and displaying information about 
investment securities and segregating said data files into a first group of files containing 
those securities in which daily pricing information is available in electronically encoded 
form. (Note abstract see column 234 lines 14-17 and column 233 lines 27-29). 
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Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made that the teachings of Towers would have been able to perform 
transactions over a computer network in order to display security records. 

As per claim 15, Towers fail to explicitly teach, wherein said data is a data file 
received from an issuer of the stock certificate. 

However receiving a data file from the issuer or a third party would not have 
affected the main function of the system, because the importance factor would have 
been to receive accurate data, because parsing or sorting the data, would have been 
the next step after the data is received. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the teachings of Towers to include receiving a data 
file from the issuer because receiving a data file from the issuer or a third party would 
not have affected the main function of the system, because the importance factor would 
have been to receive accurate data, because parsing or sorting of the data, would have 
been the next step after the data is received. 

As per claim 16, Towers fail to explicitly teach wherein said computer program 
mechanism further comprises instructions for receiving said data when uploaded 
directly to the computer system, said computer system configured to maintain stock 
certificate holdings records. 

However Towers discloses segregating said data files into a first group of files 
containing those securities in which daily pricing information is available in electronically 
encoded form and the computer maintains securities information in the system wide 
files which are updated both electronically and manually (Note abstract see column 234 
lines 14-17 and column 233 lines 27-29). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made that the teachings of Towers when applied would have been 
able to upload said data directly to a computer system configured to maintain stock 
certificate holdings records in order for display or distribution. 
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As per claim 17, Towers fail to explicitly teach wherein said computer program 
mechanism further comprises instaictions for comparing said data to an existing stock 
certificate holdings record to identify an error in said data. 

However comparing data to an stock holdings record to identify an error in said 
data is old an well known in the art because records can be compared for different types 
of errors for example, for example, duplicate records, or unmatched records. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the teachings of Towers to include parsing step 
includes a computer program comparing said data to an existing stock certificate 
holdings record to identify an error in said data because records can be compared for 
different types of errors for example, for example, duplicate records, or unmatched 
records 

As per claim 18, Towers discloses wherein said error includes the existing stock 
certificate holdings record having a stock certificate number included in said data, .(see 
column 233 lines 43-50). 

As per claim 19, Towers fail to explicitly teach wherein said error includes the 
existing stock certificate holdings record having a first identifier of an issuer of a stock 
certificate and said data having a second identifier of the issuer. 

However it is common during the parsing or comparing of data for errors to occur 
for example, such as duplicate records, or unmatched records among others. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the teachings of Towers to include wherein said error 
includes the existing stock certificate holdings record having a first identifier of an issuer 
of a stock certificate and said data having a second identifier of the issuer because it is 
common during the parsing or comparing of data for errors to occur for example, such 
as duplicate records, or unmatched records among others. 

As per claim 23, Towers fail to teach wherein said computer network is the 
Internet. 

However there are private and public networks and the type of network used would not 
have prevented the system from performing its main functions of creating and displaying 
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securities records because a private network can have access to the same data as the 
internet. 

Therefore it would have been obvious to one of ordinary skill in the art that the 
teachings of Tower modified to include a computer network is the Internet would not 
have been more efficient than a private network because the type of network used 
would not have prevented the system from perfomriing its main functions of creating and 
displaying securities records because a private network can have access to the same 
data as the internet. 

As per claims 24-26, Towers fail to explicitly wherein said data is also related to a 
merger of two or more corporations, and wherein said data is also related to an 
acquisition of a first corporation by a second corporation or wherein said data is also 
related to an initial public offering by a corporation. 

However the relationship of the data does not prevent the system from performing its 
main functions of creating securities records for its users and displaying those records. 
Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Tower to include wherein said data is 
also related to a merger of two or more corporations, and wherein said data is also, 
related to an acquisition of a first corporation by a second corporation or wherein said 
data is also related to an initial public offering by a corporation because the relationship 
of the data does not prevent the system from performing its main functions of creating 
securities records for its users and displaying those records. 

Conclusion 

4. The prior art of record and not relied upon is considered pertinent to 
Applicants disclosure. 

Shavit Eyal (US Patent 4, 799, 156) teaches interactive market management 
systems. 

Borgato Sergio (US Patent 5,950, 178) teaches data processing system and 
method for falicitating transaction indiamonds. 
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Any inquiry cx)ncerning this communication or earlier communications from the 
examiner should be directed to Clement B Graham whose telephone number is 
703-305-1874. The examiner can normally be reached on 7am to 5pm. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung S. Sough can be reached on 703-308-0505. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-305-0040 
for regular communications and 703-305-0040 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number Is 703-305- 
3900. 
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